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1. 
INTRODUCTION
Trade marks are protected in terms of the 1993 Trade Marks Act.

Trade Mark law over the years has become complex and this document is not intended to be a full exposition of the law.  It is intended to give basic information to anyone intending to seek protection for a trade mark, particularly someone proposing to seek protection for the first time.

Please contact us if any topic is of particular concern to you and is not dealt with in this synopsis or is not dealt with in sufficient detail to answer your question.


_________________________________________

2. 
IMPORTANCE OF TRADE MARKS
For those involved in the retail trade, the branding of their products ought to be a matter of considerable concern.  Products selling through retail outlets often sell just because they carry a well known trade mark.  The application of such a trade mark to goods can, in the mind of the purchasing public, carry with it an image of quality, prestige or other attribute that makes it more readily saleable.


_________________________________________

3. 
TRADE MARKS AND GET-UP (TRADE DRESS)

A trade mark is defined as follows in the 1993 Trade Marks Act:

Aa mark used or proposed to be used by a person in relation to goods or services for the purpose of distinguishing the goods or services in relation to which the mark is used or proposed to be used from the same kind of goods or services connected in the course of trade with any other person.@
A mark is defined as follows:

Aany sign capable of being represented graphically, including, a device, name, signature, word, letter, numeral, shape, configuration, pattern, ornamentation, colour or container for goods or any combination of the aforementioned.@
Quite often the trade mark is associated with distinctive artwork which gives the packaging of the article a distinctive appearance.  Such artwork is probably protected by copyright and the overall appearance of the article is often referred to as its trade dress.


_________________________________________

4. 
WHAT TRADE MARKS ARE REGISTRABLE
In order to be registrable, a trade mark must be capable of distinguishing the goods or services for which it is registered (or proposed to be registered) from the goods or services of another person.

A mark is considered to be capable of distinguishing as just defined if, at the date of application for registration, it is inherently capable of so distinguishing or it is capable of distinguishing by reason of prior use thereof.

A mark is unregistrable if it is likely to deceive or cause confusion with a mark that is already registered in another name.  However, the present Act provides that, in such circumstances, the mark can be registered if the proprietor of the earlier mark consents.


_________________________________________

5. HOW LONG DOES A TRADE MARK REMAIN IN FORCE?
A trade mark remains on the register for a period of ten years and can thereafter be renewed every ten years.  However, it can be removed if it is not used for a continuous period of five years.


_________________________________________

6. 
WHAT CONSTITUTES INFRINGEMENT?
6.1
In simplistic terms a registered trade mark is infringed by the use of the same trade mark by someone else in relation to the goods or services for which the trade mark is registered.  However it will be appreciated that protection of this scope would be too narrow and would make trade mark protection virtually worthless.

Consequently infringement occurs firstly if a confusingly similar trade mark is used, and also occurs if use is on similar goods or services.  These latter provisions lead to most trade mark disputes.  Arguments always revolve around whether the marks in dispute are or are not confusingly similar and whether or not the goods are similar.

6.2
Two other provisions in the Act which have made questions of trade mark infringement and registration difficult are those pertaining to well known marks.  If a mark has a sufficient reputation, such as ADior@, unauthorized use of the mark on goods or services for which it is not registered are said to Adilute@ the distinctive character or reputation of the mark and can be stopped.  Furthermore, a well known mark cannot validly be registered other than by the original proprietor.

Both provisions are open to different interpretations and Court decisions are awaited on the meaning of these provisions.  A particular problem is where and to whom must a mark be well known before these provisions apply.


_________________________________________

7. 
GENERAL
Please contact us for advice on any point that is of concern to you and is not covered by this precis of the law.


_________________________________________
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